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■- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the-practice under Ex parteJ3uayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-38 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 1-20,22-28 and 30-38 is/are rejected. 

7) |3 Claim(s) 21 and 29 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
s)M All b)D Some * c)D None of: 

1.13 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Objections 

Claims 1, 2, and 17 are objected to because of the following informalities: Each of the 
noted claims contains claimed subject matter after the period. Appropriate correction is 
required. The Examiner suggests that the intervening periods be removed. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-38 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Each of the claims is limited by the a* and b* values for an image formed on a 
transparency sheet using the toner. The a* and b* values correlate to a range of colors 
according to the CIELAB color space as seen in the enclosed citation to Digital Color Imaging 
Handbook, pp. 30-32. The claims are unclear, however, in how the image is formed on the 
transparency using the toner. It is unclear if this image is loose yellow toner particles or toner 
particles that have been fixed using a specific fixing process (pressure, contact heat, flash 
fusing, etc.). It is also unclear how thick the toner images are. Each of these features would be 
expected to alter the a* and b* values of obtained. 
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The specification does disclose specific testing steps on pages 70-72, which could be 
incorporated into the claims to better define the testing procedure performed to obtain the a* 
and b* values. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 1-6, 10, 26-28, 32, and 33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shoji et a/, in US Patent Application Publication 2001/0023048. 

Shoji discloses a toner having a well dispersed colorant with a dispersion average size 
of 100 nm or less and coarse colorant particles of 400 nm or more in an amount of 5 % by 
number or less (Abstract). Example 1 prepares a toner from Colorant Dispersion 1 , which 
contains Pigment Yellow 74 (fl [01 15]), which is given by the formula 



Claim Rejections - 35 USC § 102 
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as well as binder resin dispersion and a release agent dispersion, which contains paraffin wax 
(pp. 8-10). The dispersion average size of the pigment in the toner is 94 nm flj [0131]). Shoji's 
toner seeks to provide good transparency (fl [0006]) on OHP sheets. The instant specification 
indicates that the color hue of the yellow pigment is controlled by the dispersion state or the 
yellow pigment (see Background of the Invention and Summary of the Invention). Based on the 
fact that Shoji's toner has excellent dispersion of the yellow pigment, a very small pigment size, 
and the same pigment as claimed, there is sufficient reason to believe that Shoji's toner 
inherently has the claimed a* and b* values. 



Claims 1, 3, 5-7, 10, 18-20, 22-28, and 30-33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yamauchi in US Patent 6,620,566. 

Yamauchi discloses a yellow toner in Comparative Example 2 (col. 24) a toner formed 
from" a polyester binder resin, rice wax, a zirconium complex charge control agent, and a master 
batch of the same polyester as used in the binder resin and Pigment Yellow 97, which is given 
by the formula: 




The toner appears to inherently have the a* and b* characteristics as claimed because 
the pigment meets the requirements of the formula (1 ) and is formed from a master batch of the 
pigment and the same polymer as used in the binder resin. This combination of characteristics 
is shown by the specification as giving the requisite CIELAB values of the instant claims. See 
specification pages 6 and 7, Examples, and Tables 2 and 4. The polyester used in the 
masterbatch and as the binder resin has an acid value of 3, a weight-average molecular weight 
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of 13,000 and a number-average molecular weight of 3,000 (col. 14, 1. 58-62). Because the 
. monomers used in the formation of the polyester are difunctional, it appears no crosslinking can 
occur. As a result, the THF value would be at or near zero. The acid value of the polyester 
indicates some degree of water solubility, particularly with the lack of crosslinking. The product- 
by-process limitations in 26-28 and 30-33 appear to be met by the reference because the toner 
has the requisite pigment has the requisite formula and the pigment is present in amounts that 
fall within the scope of the claims. 

Claims 1-9, 18-20, 22-28, and 30-33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by JP 2003-149859. 

This JP document discloses a yellow toner formed from a polyester binder resin, a wax 
(ffll [0054] - [0058]), and a master batch of a polyester and Pigment Yellow 74 (document claim 
9 & H [0052]), which has the formula 




The toner appears to inherently have the a* and b* characteristics as claimed because 
the pigment meets the requirements of the formulae (1) and (2) and is formed from a master 
batch of the pigment and the same polymer as used in the binder resin. This combination of 
characteristics is shown by the specification as giving the requisite CIELAB values of the instant 
claims. See specification pages 6 and 7, Examples, and Tables 2 and 4. 

The binder resin is a polyester having a ratio of Mw/Mn of 20-50 (fl [0010]) and a peak at 
from 3000 to 20,000 (Claim 1). See the specific binder resin polymers and molecular weight 
characteristics in (fflj [0096] - [0101]). 
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The product-by-process limitations in 26-28 and 30-33 appear to be met by the 
reference because the toner has the requisite pigment has the requisite formula and the 
pigment is present in amounts that fall within the scope of the claims. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7, 10-20, 26-28, and 32-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 10-171 165 in view of Handbook of Imaging Materials. Diamond, Arthur S. 
(ed.), pp. 163-170, and further in view of Digital Color Imaging Handbook, Sharma, Gaurav 
(ed.), pp. 30-32. 

JP 10-171165 discloses a toner containing a binder resin and a combination of monoazo 
pigments given by the formulae (I) and (II) flffl [0004] & [0005]). Each X group can have 
substituents as discussed in U [0004]. Exemplified pigments according to the formula (I) 
include: 
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The pigments are treated with a resin to form a masterbatch (see Examples) which is 
then incorporated into the toner the toner binder resin. The toner of the JP reference's invention 
is specifically designed to give a true yellow color (i.e., clear hue) by providing a small particle 
size for the pigment in the binder resin fl| [0001], [0005], [0006], [0018]). The pigment 
preferably has a size of 0.2 pm or less fl| [0012]). 

The JP document does not disclose the inclusion of a wax in the toner but Diamond 
teaches the conventional components of a toner, which includes a polyethylene or 
polypropylene wax. The wax serves as a release agent. Diamond also teaches that partial 
crosslinking of the binder resin prevents adhesion to the fuser roller. See p. 170. Diamond also 
discusses well known toner binder resins, such as polyesters. 

Sharma discusses the well known CIELAB color space, developed in 1976, which shows 
that b* is the yellow-blue color plane and a* is the red-green color plane. Positive b* represents 
a yellow color. It is readily apparent that a rue yellow image will have minimal a* values. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate a wax into the toner of the JP document because Diamond 
teaches that waxes are conventional adjuvants to promote release characteristics during fixing. 
The artisan would also have found it obvious to maximize +b* and minimize the absolute value 
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of a* because this will produce a more yellow image, as desired by the JP document. The 
artisan would also have found it obvious to select monoazo pigments from the formula (1) and 
(2) and the sizes of these pigments as taught by the JP document to achieve these objectives. 
The artisan would also have found it obvious to optimize the amount of crosslinking, which is 
represented by the THF insolubles in the toner, in order to produce a toner with good release 
characteristics as taught by Diamond. It would have been obvious to use a wax with an 
endothermic DSC peak of from 75 to 100 ° C because this corresponds to the melting point of 
the wax and the artisan would desire a low melting point in the fixing apparatus to ensure proper 
release from the fixing roller. The artisan would also seek to optimize the deformation of the 
toner so that toner impregnates into the OHP transparency. 

Allowable Subject Matter 

Claims 21 and 29 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




cdr 

15 July 2005 



CHRISTOPHER RODEE 
PRIMARY EXAMINER 



